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Judges.

Opi nion by Bucher, Adm nistrative Trademark Judge:

OVS I nvestnents, Inc. seeks registration of the term

W NTERI ZER on the Principal Register as used in connection

with “lawmn fertilizer for agricultural and donestic use;
conbi nation of lawn fertilizer and herbicide for
agricultural and donmestic use,” in International Class 1.1

As filed, the initial application papers clained that this

1 Application Serial No. 75/660, 252 was filed on March 15,
1999, based upon an anmended claimof use in comerce since at
| east as early as Cctober 1985 (see anended decl aration of

February 7, 2000, based upon anended identification of goods).



Serial No. 75/660, 252

term had acquired distinctiveness as a source indicator
consistent with Section 2(f) of the Lanham Act.

This case is now before the Board on appeal fromthe
final refusal to register based upon the ground that
applicant’s showi ng of acquired distinctiveness is
insufficient to overconme the highly descriptive nature of
the mark. Applicant and the Trademark Exam ni ng Attorney
have briefed the issues, but applicant did not request an
oral heari ng.

Thi s decision involves weighing the degree of
descriptiveness of the term WNTERI ZER agai nst the vol une of
evi dence applicant has proffered to show acquired
di stinctiveness. Wile both sides of the balance have been
argued vi gorously by applicant and by the Tradenark
Exam ning Attorney, in a close decision, we reverse the
Trademark Examining Attorney’s refusal to register.

By applying with an initial claimof acquired
di stinctiveness, applicant has conceded that the term
“Wnterizer” is nmerely descriptive of (although not generic
for) its goods. Such a claimis tantanount to an adm ssion
that the term“Wnterizer” is not inherently distinctive and
therefore is unregistrable on the Principal Register, in
light of the prohibition in Section 2(e)(1) against nerely

descriptive marks, absent a showi ng of acquired
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di stinctiveness pursuant to Section 2(f). See Yamaha

I nternational Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d

1572, 6 USPQ2d 1001, 1005 (Fed. Cir. 1988) ["[w here, as
here, an applicant seeks a registration based on acquired
di stinctiveness under Section 2(f), the statute accepts a
| ack of inherent distinctiveness as an established fact"];
and TMEP §1212.02(b).

As our principal review ng court has noted with respect
to the possible registrability of descriptive terns which
may neverthel ess acquire distinctiveness, “the greater the
degree of descriptiveness the term has, the heavier the
burden to prove it has obtained secondary neaning.” Yanaha

International Corp. v. Hoshino Gakki Co. Ltd., supra at 6

USPQ2d 1008. See In re Bongrain International (Anmerican)

Corp., 894 F.2d 1316, 13 USPQ2d 1727, 1728 (Fed. Cr. 1990)
at n. 4. It is settled, noreover, that the applicant has

t he burden of proof wth respect to establishing a prima
facie case that a nerely descriptive termhas acquired

di stinctiveness. For instance, as stated in Yamaha, "the
ul ti mate burden of persuasion under Section 2(f) on the

I ssue of acquired distinctiveness is on ...[the] applicant.”
I d.

We turn first to a consideration of exactly where on

the conti nuum of distinctiveness the applied-for mark falls.
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The word "winterize” is a conmon English | anguage word. It
is a verb neaning “to prepare for winter.”?2 As seen in the
second of these dictionary entries, the word “winterizer” is
itself listed as a dictionary word without a definitiona
entry. Logically, it appears to be a noun neaning ‘a thing
that prepares sonething else for winter.” The recurrent
theme in applicant’s subm ssions, as well as in nore than a
hundred LEXIS/NEXI S hits submtted by the Trademark

Exam ning Attorney, is that applicant’s product is a
fertilizer high in potassiumthat is recormended for use on
lawns in late-fall as it is designed to help the turf
devel op a stronger root systemduring the cold of the winter
nmont hs.

As presented on the conputer-generated pages of NEXI S,
many of the newspaper stories appear to use the term
“Wnterizer” in a highly descriptive, if not generic manner.
However, at the tinme of briefing, the Trademark Exam ning
Attorney did not take the position that this termis generic
for applicant’s goods (and she is certainly not required to

do so in order to prevail herein). Nonetheless, we begin

2 Wnterize [transitive verb]: to nake ready for winter or
wi nter use...\ebster’s Third New International Dictionary of the
Engl i sh Language Unabri dged (1993).

Wnterize (verb): to prepare (an autonobile, house, etc.) for
cold weather...winterizer (noun), The Random House Dictionary of
t he English Language, Second Ed. Unabri dged.
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our discussion by clarifying that the Trademark Exam ning
Attorney appears to have conceded the capability of this
termto function as a source indicator.

On the other hand, applicant continues to argue that
there is no clear evidence that the term“Wnterizer” is
even “highly descriptive.” However, there are nore than one
hundred LEXI S/ NEXI S stories — many of them | ocal newspaper
articles distributed in cities and towns across the United
States — denonstrating what appears to be non-trademark
usages of this termfor fall-time fertilizers designed for
one’'s turf.

Witers often use the word in quotation marks (e.g.,
“Wnterizer” fertilizer, “wnterizer-style” fertilizer or
“Wnterizer-type” fertilizer). Some of the articles
referred specifically to “Wnterizer” as Scott’s branded
product. Conversely, few of the hits contained simlar
references to other branded | awn care products. In any
case, based upon a thorough review of this record, it is not
cl ear whether, and if so, how many, of applicant’s
conpetitors may be using this termin a highly descriptive

or generic manner on their own goods.:?3

3 On this point, we would urge the Trademark Exam ning Attorney
inasimlar case to supplenent the NEXIS evidence with Internet
search results that mght show nore clearly the extent of third-
party usage of this termin a descriptive manner wi thin product
names for their own conpeting | awn care products.
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When considering carefully the substantial anount of
LEXI S/ NEXI S evi dence on which the Trademark Exam ni ng
Attorney relied, we do not agree with applicant’s position
that these NEXIS articles “apparently authored by | awn-and-
garden type reporters” do not reflect the know edge of the
average Anmerican consunmer. Wiile it is understandable that
the average cosnetics custoners may not know of “Vittel” — a
pl ace name for a small French town rarely nentioned in the
American press,* the frequent use of a highly-descriptive
(and arguably generic), English-Ianguage word in these many
newspaper articles reinforces the shared understandi ng of
dozens of newspaper witers and the many consuners who read
these articles that the termconveys information about a
characteristic or function of the identified |law care
products.

Applicant’s continues its criticismof the LEXIS/ NEXI S
evi dence, charging that “many of the articles cited by the
Exam ning Attorney expressly refer to WNTERI ZER as a brand
and thus a source indicator.” Applicant then points out a
nunber of exanpl es:

- Good fall weather in North Anerica hel ped spur

sales in nearly all categories, especially late
fall lawn fertilizer products |like Scotts

4 dln re Societe Generale des Eaux Mnerales de Vitte
S. A, 824 F.2d 957, 3 USPQd 1450 (Fed. Gr. 1987).
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Wnterizer™ Financial Times Information, January
14, 2002.

- October-Novenber: Wnterizer — Fall Lawn
Fertilizer. The Chicago Sun-Times, April 8,2001.

- Scotts 17.05-pound bag of Wnterizer with weed
control. Daily Press, Cctober 6, 1999.

Accordi ngly, applicant takes the position that the
Trademar k Exam ning Attorney’s “‘evidence’ that Appellant's
mark is ‘highly descriptive', is at best, inconclusive and
contradictory and far fromclear proof that the mark
W NTERI ZER has not established a prima facie case of
acquired distinctiveness.” (Applicant’s reply brief, p. 5).
Applicant herein cites to the court’s determnation of Inre

Merrill Lynch, Pierce, Fenner, and Smth Inc., 828 F.2d

1567, 4 USPQ2d 1141 (Fed. Cir. 1987) for the proposition
that whol esale reliance on NEXIS entries is inproper given
the contradictory nature of the articles retrieved by NEXI S
and relied upon by the exam ning attorney in that case (the
“m xture of usages unearthed by the NEXIS conputerized
retrieval service does not show, by clear evidence” that the
mar k was hi ghly descriptive/generic).

In fairness to the position taken by the Trademark
Exam ning Attorney herein, it should be nmade clear that the
majority of the NEXIS uses in the record do not contain
recogni zabl e references to applicant or applicant’s

products. The term“wi nterizer” (lower case, and as a noun)
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is repeatedly used to describe a particular type of |awn
care fertilizer applied in the fall. 1In fact, one could
actually conclude froma review of all the NEXIS hits that
the termis used throughout the lawn care industry to
descri be goods such as applicant offers. Hence, given what
the totality of the evidence in the record denonstrates, we
find that applicant’s applied-for termis at the very | east,
hi ghly descriptive.

As a result of this finding, the sole renaining issue
in this appeal is whether the highly-descriptive term
W NTERI ZER has acquired sufficient distinctiveness to be
regi stered under the provisions of Section 2(f) of the
Lanham Act .

Appl i cant has supplied an extensive array of evidence
of acquired distinctiveness denonstrating:

- Mre than $137 mllion worth of WNTERI ZER br and
products sold since 1997.

- Applicant’s sales of WNTERI ZER brand products have
I ncreased by 1700% over the past si xteen years.

- By 1997/1998, the WNTERI ZER brand fertilizer products
had captured nore than 60% of the entire U. S.
fall/winter fertilizer market making it the nost
popul ar brand of fall/winter fertilizer in the United
St at es.

- During the five-year period of 1997-2002, applicant
expended nore than $12 million on advertising and
pronoti ng the WNTERI ZER brand in various nedia,

i ncluding regularly advertising the brand on such high
profile TV/cable prograns as:

1. Good Morning Anmerica
2. Law and Order
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3. VWrld News Wth Peter Jennings
4, NBC s Nightly News

5. Today Show

6. Spin Gty

7 48 Hours

8 Nash Bridges

9. 20/ 20

10. NFL Foot bal

11. Dateline

12. The Cosby Show

13. Diagnosis Mirder

14. Major League Baseball Playoffs
15. Col |l ege Foot bal |

16. PGA Weekday Afternoon

17. JAG

18. ESPN Sports Center

19. Breeder's Cup

20. ESPN Mgj or League Soccer Pennant Race

- Applicant’s print and tel evision pronotions
specifically pronote the WNTERI ZER mar k as one of
applicant’s source indicators by linking the mark to
applicant through visual placenent and textua
descri ption.

- The W NTERI ZER adverti si ng program has nmade fundanenta
changes in consuner behavior, causing a | arge segnent
of consuners to fertilize their |lawns during fall.

- Applicant’s Lawn Care nmagazi ne, reaching nore than 7
mllion consuners annually, has continuously and
prom nently featured/ pronoted the WNTERI ZER mar k

- Applicant’s web site, which has continuously and
prom nently featured and pronoted the W NTERI ZER mar k
received nore than 15 million hits in 1999 al one.

- Applicant’s advertising efforts, including those
associ ated with the WNTERI ZER brand fertilizer, which
Is one of the applicant’s core products, were recently
projected to create 2.5 billion consuner inpressions
annual | y.

- Extensive use of various brochures and point of
purchase signage, clearly indicating applicant as the
source of WNTERI ZER brand fertilizer

- Extensive pronotion of the WNTERI ZER mark in
applicant’s catal ogs with descriptive text and i mages
stresses that WNTERI ZER brand fertilizer is exclusive
to applicant.
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Nonet hel ess, wi thout discussing or refuting this
coll ection of evidence, the Trademark Exam ning Attorney
sinply takes the position that she “is not persuaded that a
prima facie case of acquired distinctiveness has been
est abl i shed because the proposed nmark is highly descriptive,
as evidenced by the nunerous articles fromthe LEXI S/ NEXI S
Research Dat abase, that refer to WNTERI ZER as an actua
type of fertilizer.” (Trademark Exam ning Attorney’ s appeal
brief, p. 7).

It is certainly true, for exanple, that we do not have
benefit of a survey clarifying how the rel evant public
perceives this term when used on the identified goods. On
t he other hand, applicant is not required to conduct and
submt a survey, and we nust deternmine on the evidence of
record whether applicant has net its burden of persuasion
under Section 2(f) on the issue of acquired distinctiveness.

We turn then to a consideration of how applicant uses

the “Wnterizer” termon the specinens of record:

WINTERIZER

FALL LAWN FERTILIZER

and
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" FALL LAWN FERTILIZER

These cut -out portions of applicant’s fourteen pound

bags of fertilizer denonstrate use of applicant’s house mark
(Scotts®, in close proximty to the term applicant argues
is its product mark (Wnterizer™, shown in relatively
| arge, red, bold and shadowed letters, followed in smaller
|l etter by the category of the goods (Fall Lawn Fertilizer).
Moreover, in all of applicant’s pronotional materials
contained in this record, whether directed to stockhol ders,
retailers or consuners, applicant has clearly denonstrated
that its own manner of use is consistent with valid
trademar k usage.

The record shows that applicant has sold nore than $137
mllion worth of WNTERI ZER brand product since 1997 al one.
Furthernore, applicant has provi ded evidence of substanti al

advertising activity specifically directed to creating

- 11 -
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acquired distinctiveness for this termas used on
fertilizer. 1In the past five-year period for which the
record contains data, applicant has spent nore than $12
mllion advertising its WNTERI ZER brand. W find this
vol ume of pronotion and sales to be substantial.

Mor eover, applicant has al so provided sonme context by
whi ch we can evaluate its conclusion that such figures
represent substantial sales. Specifically, applicant’s
W NTER ZER fertilizer has captured nore than 60% mar ket
share during the tine period for which sales figures were
furni shed. Hence, the volunmes of WNTERI ZER products sal es
dermonstrated by applicant are not nerely substantial in the
abstract, but the record shows that applicant is the
dom nant player in this niche market — a specialized market
It appears to have hel ped to create.

W find that this is a close case, inasnuch as the mark
is highly descriptive and yet applicant has proffered a
substantial showi ng of acquired distinctiveness that has not
been refuted by the Trademark Exam ning Attorney. The
record suggests that applicant may have created substantia
demand for a new type of product, and has nanaged to control
a substantial share of that new y-devel oped market. \Wile
acknow edgi ng that many newspaper witers use this termto

describe any fall fertilizer for |awns, we concl ude that
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appel | ant has proven acquired distinctiveness by a

preponderance of the evidence See Tone Brothers, Inc. v.

Sysco Corp., 31 USPQ2d 1321 (Fed. Cir. 1994) (the party

attenpting to establish | egal protection for its mark has
the burden of proving secondary neani ng by a preponderance
of the evidence).

Decision: The refusal to register under Section 2(f)

of the Act is reversed.



